HAR-06-2006 HON 08:54 PM LAM OFFICE OF H ISHIMARU FAX NO. 408 738 0881 



Serial No.: 10/797,999 
Group Art Unit: 365X 



REMARKS 

Clmm Objections 

The Examiner has objected to plaims 2-10 and 12-22. 

The Examiuer stated in the Office Action of 12/06/05 (hereinafter the "Office 
Action"); 

"While each claim has been renumbered, the dependency of each claim 
was overlooked. For example, claim 2 should depend on claim 1. not claim 
11." 

The Examiner and the undersigned spoke by telephone on March 3. 2006. and 
determined that the claims in the Application have not been renumbered and are properly 
Inflected in the Published Application 20040262128. In the following, the correct claim 
numbers will be inserted and used. 

The Examiner stated: 

"There appears to be a typographical error in Une 6 of claim 1 [11]. Is 
the intended word "positionably"? 

It is respectfully submitted that the word "positionable" is correct in the claim context 
in which the meaning is that the programming system is capable of being positioned adjacent 
the assembly system- 

The Examiner stated: 

mere appears to be a typographical error in Una 4 of claim 2 [121. » is 
an incomplete sentence." 

AppUcant has amended the sentence in claim 12 and also in claim 22 to delete 
"capable of along the in line sockets", which created the incomplete sentences. 

The Examiner stated: 

"In each claim that it is recited, "in line" should instead be "in-line". 
For example, Une 4 of claim 3 [13]. 

Claims 11. 13. 17. 21. 23. and 27 have been amended to change "in line" to "in-line". 
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Claim RdiecHons - 35 VSC §112 

Claims 1-22 are rejected under 35 U.S.C. §112> second paragraph, as being indefinite 
for faUing to particularly point out arid distinctly claim the subject matter which Applicant 

regards as the invention. 

"Regarding claim 4 [14], the wording (Unes 6-7 of the claim) makes it 
unclear. Does this mean the linear row of the programming system and Imear 
row of the input feeder are coUinear? The claim should be reworded." 

Regaling claim 14, it is respectfully submitted that the wording is correct in 

indicating that the structures of the input feeder and the programming system are coUinear 

and further that the input feeder and the programming system each have linear rows and that 

the liner rows are also coUinear. 

The Examiner states: 

"Regarding each of claims 1-22 [11-32], the structure means for the 
c^abiUty has not been positively recited (see HIO)." 

Regarding claims U-32, AppUcant respectfully disagrees. The Applicant does not 
intend to invoke 35 USC §112, sixth paragraph, because various structures and their 
relationships have been claimed. When a structure-connoting term is coupled with a 
description of the structure's operdtion, "sufficient structural meaning generaUy will be 
conveyed to persons of ordinary skill in the art. and § 112 H 6 presumptively wUl not apply." 
Apex Inc. v. Raritan Computer. Inc.. \ 325 F.3d 1364. 1373 (Fed. Cir. 2003). 

Regarding independent claims U and 21, Applicant respectfully traverses the 
rejection by way of example for claim 11. which claims both structures and their relationship. 

without being limiting: 

"11. (currently amended) A micro device assembly system 
programming system useable with a micro device using a^mbly system 
having a control system and a robotic handling system, comprismg: 

an input feeder...; - , 

a programming system. . .adjacent to the input feeder. . .» [deletions for clarity] 

Based on the above, it is respectfully submitted that claims 1-22 are allowable under 
35 U.S.C. §112, second paragraph, as particularly pointing out and distincUy claiming the 
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subject vMch Applicant regards as the invention because the structure and their 

relationships are claimed and described in detail in the Specification: 

"rrhel language of the claims, read in light of the specification" is to 
be considered when determining whetter Je cto ^t^^fj^ 
Archery Inc. v. Browning Mfg. Co.. 819 F.2d 1087. 2 USPQ2d 1490, 1494 
(Fed. Cir. 1987). finsertion for clarity] 

Claim Hejections - 35 USC §102 
Claims 11-32 are rejected und^ 35 U.S.C. §l02(a) as being anticipated by Applicant's 
Admitted Prior Art (hereinafter " AAPA") . 

The Examiner stated in the Offjce Action: 

"Qaims 1-22 [11-32] (see 12.10). as best understood by the examine 
(see 14). are rejected under 35 U.S.C. 102(a) as being anUcipated by pnor art 
in the instant application." 

It is respectfully submitted that the 35 U.S.C. §112, second paragraph, rejections have 
been overcome for the reasons provided above. 

Regarding claim 11 and 2i;AppUcant respectfully traverses the rejection since the 
Applicant's claimed combination, as exemplified in claim U. includes the limitation not 

disclosed in AAPA of: 

"a programming system capable of programming a plurality of UDprogrammed 
^ micro ivices. ^^p^^^i^. .v.tem adjacent to the "^P^^/^^^er 
and iw.e^Ho„«T.ie JLer - ^^f^^-^y^t- .vstem..." [underhmng for 
clarity] 

The Examiner stated in the Office Action: 

'•Regarding claim 1 [Ul. the prior art in ^^^.5"^^^^??"^?°° ^ff^"!! 
a similar micro device assembly system programming system (30) usable with 
a micro device using assembly system (31) having a control system and a 
robotic handling system (40) (P7/L30-34), comprismg: 

An input feeder (34) j /*-^o\ •» 

The programming system adjacent to the mput feeder (fxg.2)... 

Applicant respectftiUy disagrees because AAPA element 30 is not a pn>gramming 
sy.stem as shown in AAPA FIG. 2 and explained in AAPA page 6. Unes 15-20, which states: 
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"Referring now to HG. 2 (PRIOR ART), therein is shown a production 
acgp.mhi Y system 30 . ■■" [underliniog for clarity] 

The AAPA programming system 10 is shown in HG. 1 as disclosed in AAPA page 5, 
lines 27-28: 

"Referring now to i rPRTOR ART), therein is shown a 

conventional processing system, such as a prop^mminp system }0 . for 
programmable electronic devices." [underlining for clarity] 

Further, it is respectfully submitted that the AAPA programming system 10 is not 
positionable adjacent to the AAPA assembly system 30 as explained in AAPA Background 
Art on AAPA page 1 , line 19. through page 4. line 9: 

"In the past, ... While v^rio..^ feeder fnanhines and rohntic handling 
would t>on--'-»^- -'■---fr""^'' boards with integrated circuits, tt« 

oLmtions related to prorrs j ^p jnt^r^ted cirnuf^ snrh r ^" P^^'»^ 
...^w;.n ..d mea^i ^»»-^t ^.r. nerform^d m separate area^ pn 

mm^^^:- ^ L .n„inm.nt was^^^d which 

^ff.r, in..t^d in a c^ r^r^t. fmm the. Hrruit hoard assembly systems . There 

were a number of reasons... ju.ii-,. 
First, the piogramming equipment was relatively large and buUqr.^ 
Second, a single high-speed production assembly system could use up 

programmed devices faster than they could be programmed on a single 

programuning mechanism. . . 

Third, no one had been able to build a single system... . 

A major problem... toi have two separate processes runnmg m different 
areas and to coordinatebetwoenthetwo separate systems... 

the abn^^ pmhlemf ^ .«>ftmed to render an effective, solWttQP 
impossible ." [underlining and deletions for clarity] 

m addition, it is respectfully isubmitted that Specification page 7. Unes 1-2 (P7/L1-2). 

states: 

"Referring now to FIG. 3. therein is shown a programmer 50 ^_th£ 
prpAftnt invention ..." [underlining for clarity] 

Thus, the Examiner's citations of "P7/L5-7". "P7/L5-7. 18-20". and «F7/I^0-34" 
relate to Applicant's invention and hot to AAPA. Thus, the citations do not support apnma 
facie case of anticipation. 

Referring further to claims 11 and 21. Applicant respectfoUy traverses the rejection 
since the AppUcant's claimed combination includes the limitations not disclosed in AAPA of: 
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"the in pnt feeder gnd the p rr^fn-r^mmin p svstpm capable 
.^tnm„nir.«tion s ^i*^ rh^. control system, the input feeder responsive to 
communication with the conirol system to feed th<? unpropri^mned micro 
^.^r.. th^. pmgrammin p «v«ti ^m canable of positioning an±pr"f^m"'^"^ 
»inr.n rv »f micro devices and communicating to the control system, and m 
!..i^ti/h.nd1in^ s^^responsive to communication of P'^^Sf^"! 
system with the control system in taVe the iriicro devices an4 P'jW'C thg nuprp 
^ftvice& on thf fi^y^mblv system. Iwiderlining for clarity] 

Based on aU of the above, it is i«spectfuUy submitted that claims 11 and 21 are 
allowable under 35 U.S.C. §102(a) as not being anticipated by AAPA because: 

"Anticipation requires: the presence in a single prior art reference 
disclosure of each and every element of the claimed invention ^^^^^J^^^ 
th£ claim" \emphasis added] Lindemann Ma-schmenfabnk GmbH y. 
'^erirHoilTSrick CO. (^30 ^-2^1452.,^^,^^^^^^^^^^ % 
1984)(citing Connell v. Sears. Roebuck & Co.. 722 R2d 1542. 220 USPQ 193 
(Fed Dir. 1983))) 

Regarding claims 12 and 22, Applicant respectfully traverses the rejection because the 
Examiner states: 

"Regarding claim 2 [li2], the prior art in tiie instant appUcation further 
discloses a handling system operatively a^ociated with ttic input feeder and flic 
programming system (P7/L24-29) (fig.2)." 

AppUcant respectfuUy disagnses because AAPA FIG. 2 shows that a robotic handling 
system is not associated with a programming system and Specification P7/L^4.29 disclose 
Applicant's invention and not AAPA. 

Regarding claims 13 and 23. Applicant respectfully traverses the injection because the 
Examiner states: 

"Regarding claim 3 113]. the prior art in the instant appUcation further 
discloses the programming system wherein the programming system has the 
pluraUty of in line sockets parallel to the linear row of micro devices provided 
by the input feeder (P7/L18-20. 24-29) (fig.2)." 

AppUcant respectfully disagrees because AAPA FIG. 2 does not show a programming 
system, no sockets are shown in AAPA FIG. 2. and Specification P7/L18-20. 24-29. disclose 
Applicant's invention and not AAPA. 
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Regarding claims 14 and 24. Applicant respectfully traverses the rejection because the 
Examiner states: 

"Regarding claim 4 [141, the prior art in the instant appUcation ftirther 
discloses the programming system wherein the input ^^^^^^ 
programming system are collinear with the Imear ^Z.^'i^l^tlo 
coUinear with the linear row of the programmjng system (P7/L18-20, 24-2yj 

(fig.2)." 

Applicant respectfully disagrees because AAPA FIG. 2 does not show a programming 
system and Specification P7/L18-20. 24-29 disclose Applicant's invention and not AAPA. 

Regarding claims 15 and 25. Applicant respectfully traverses the rejection because the 
Examiner states: 

"Regarding claim 5 [ik], the prior art in t^^^"^^* ^PP^^^^^^^^^JJ^^ 
discloses the programming system including a Uansfer mechanism operaUvely 
associated with the programming system (P4/L1-2) Ctig.2>. 

Applicant respectfully disagrees because AAPA FIG. 2 does not show a programming 
system and Specification P4/L1-2. disclose one of the problem with AAPA that AAPA was 
not: 

"able to accommodate a number of different micro device feeding 
mechanisms including tape, tube, and tray feeders." 

Regarding claims 19 and 29. Applicant respectfully traverses the rejection because the 
Examiner states: 

"Regarding claim 9 [19], the prior art in the instant appUc^on fiwther 
discloses the programming system including a second wput feeder (36). 

Applicant respectfuUy disagrees because AAPA FIG. 2 does not show the 
programming system and AAPA FIG. I showing the programming system shows only one 
input feeder. 

Regarding claim 21. AppUcant respectfully traverses the rejection because the 
Examiner states: 

"Regarding claim 11:1211, the prior art in the instant application further 
discloses a micro device using assembly system compnsmg: 
A lon^tudinaUy extending conveyor system (48) 
A control system (P6a-30-34) ^ . .ir^^^/fi^ov* 

The sockets in Une parallel with the depth of the mput feeder (fig.2) 
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Applicant respectfuUy disagree, for the reasons explained above for claim 21 and also 
because the claimed ••programming system capable of communication with the control 
system" is not disclosed in AAPA P6/lu30-34. which states: 

'The robotic handUng system 40 and the conveyor 48 are under the 
control of a software program running on a computer system J^'J^' 
software is capable of being modified so as to subject the robouc handlmg 
s^te^O a^d the conveyor 48 subject to control by auxiliary equipment or to 
provide outputs to control auxiliary equipment." 

Regarding claim 23. Applicant respectfully traverses the rejection because the 
Examiner states: 

"Regarding claim 13 [23], the prior art in the instarjt ^PPl^^^^^" ^^^^ 
discloses a micrJ device using assembly system wberem the programnuug 
fy£m has th^l^ty of in llnl sockets perpendicular to the conveyor system 

(flg.2)." 

AppUcant respectfully disagrees for the reasons explained above for claim 23 and 
further because AAPA does not show in-line sockets having any relationship to a conveyor 
system in AAPA HG. 2. 

Regarding claim 29, Applicant lespectfuUy traverses the rejection since the 
Applicant's claimed combination includes the limitation not disclosed in AAPA of: 

H .nHiin. svste - -^p^Ki.. nf Tnovine the fixed plurality of rnicro devices 

XT n>^ mhotic hapdting system . " [underlining for clanty] 

The Examinw stated in the Office Action: 

"Regarding daim 19 :i:291. the prior art in the instant application further 

discloses a micro device using assembly ^V^^"^ ^^^^^f ^H^^S'S^ 
having a width, a height, and a depth greater than the width, havmg its depto 
JS^X and offset from the longitudinal length of the conveyor system 

(fig.2)." 

AppUcant respectfully disagrees because uprinu^ facie case for anticipation has not 
been established. 
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Regatding claim 31. AppUcapt respectfuUy traverses the rejection since the 
AppUcanfs claimed combination inclines the Umitation not disclosed in AAPA of: 

"Th« nss^mMv system .:. including: a reject area accessible by a system 
selected from a group consisting of the handling system, the robotic handlmg 
system, and a combination thereof." [deletion for clarity] 

The Examiner stated in the Office Action: 

"Regarding claim 21 [31], the prior art in the instant appUcation forther 
discloses a micro device using assembly system including a reject area (26). 

By reference to AAPA FIG. 1, it maybe seen that reject area 26 is in the programming 
system and not the assembly system as dmmed. 

Regarding claim 32. AppUdant respectfully traverses the rejection because die 
Examiner states: 

"Regarding claim 22 [32], the prior art in the instant appUcation further 
discloses a micro device using assembly system wherein the input feeder is 
selected fiom a group of input feeder sources consisting of a tape and reel, a 
txay, tray stacker, tube, tube stacker, and a combmauon thereof (P7/L20-23). 

Applicant respectfuUy disagrees because Specification V3I12Q-22, discloses 

Applicant's invention and not AAPA, 

Regarding claims 16-18, 10. 12. 14-J8, and 20, the Examiner has not provided a mm 
facie case of anticipation but these dependent claims respectively depend from independent 
claims 11 and 21. and are beUeved to be allowable since tiiey contain aU the limitations set 
forth in llie independent claim from which they depend and claim additional unobvious 
combinations. 

Based on all of the above, it is respectfully submitted tiiat claims 11-32 are allowable 
under 35 U.S.C. § 102(a) as not being anticipated by AAPA because: 

"If the reference fail? to teach or suggest even one Umitation of tiie 
claimed invention, then the claim is not antidpated/' Atlas Pcjvder Co. v. KI. 
du Pont De Nemours & Co.. 750 F.2d 1569. 1574, 224 U.S.P.Q. 409. 411 
(Fed. Cir. 1984). 
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Mxminner*s Note 

The Examiner stated that the Applicant appears to be attempting to use means plus 

function in claims 1 1 -32 by stating 

"Does the applicant intend to invoice 35 USC 112 6* paragraph? The 
examiner has construed this claim as to not invoking 35 USC 112 6 
paragraph. See MPEP 2114 and 2181. 

AppUcant has addressed the atove in the rejections under 35 U.S.C. §1 12. 

While not applied to any claims, the Examiner stated: 

According to page 6 Unes 18-20 of the specification, the pro^anuning 
system 10 of figure 1 feeds assembly system 31 via feeder 34. Input feeder 14 
can also serve in place of feeder 34 as meeting claim limitations." 

AppUcant respectfiilly submits that the above does not estabUsh a prima facie case for 
any of the claims as explained individually above. U is respectfully submitted that if input 
feeder 14 is used to replace feeder 34,; the various claim limitations still wUl not be met. 

Implicit in any 35 U.S.C. §1Q2 rejection is an obviousness rejection under 35 U.S.C. 
§103. AppUcant respectfuUy addresses any such obviousness rejection. Under 35 U.S.C. 
§103. die scope and content of the prior art are examined to determine whether differences 
between the prior art and the claims at issue would have been obvious to a person of ordinary 
skiU in the art. 

Applicant has declared in his Declaration that the problems presented in AAPA 
"seemed to render an effective siwatlon impossible- i.e. unobvious. If the Examiner believes 
that a rejection under 35 U.S.C. §103 based only on AAPA is appropriate, it must be based on 
the Examiner's personal knowledge and Applicant respectfuUy requests an Examiner 
Affidavit disclosing the Examiner's personal knowledge regarding the various linutations 
pursuant to 37 CFR § 1 .104(d)(2) (2002): 

"When a rejection in an appUcation is based on facts wititin ^ 
personal knowledge of an employee of the Office, the data shall be as specific 
Z possible and die reference must be supported, when caUed for by flie 
appUcant, by the affidavit of SMCb employee, and such affidavit shall be subject 
to contradiction or explanation by the affidavits of die appUcant and other 
persons." | 
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Other 

The Examiner stated that the prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

The other references cited by ttje Exanuner showing the prior art have been considered 
and are not believed to disclose, teach, or suggest, either singularly or in combination. 
Applicants' invention as clainoed. 

: Conclusion 

In view of the above, it. is submitted that the claims are in condition for allowance and 
reconsideration of the injections is i^pectfully requested. Allowance of claims 11-32 at an 
early date is solicited. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this 
paper, including any extension of litoe fees, to Deposit Account No. 50^374 and please 
credit any excess fees to such deposit account. 

Respectfully submitted. 



Mikio Ishimam 
Registration No. 27,449 



The Law Offices of Mildo Ishimaru 
333 W. El Camino Real, Suite #330 
Sunnyvale, CA 94087 
Telephone: (408) 738-0592 
Fax: (408)738-0881 
Date: March 6. 2006 
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